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UNITED STATES DISTRICT COURT

DISTRICT OF SOUTH DAKOTA

WESTERN DIVISION

FILED
0CT 29 208

e

STURGIS MOTORCYCLE RALLY,
INC.,

Plaintiff,
vs.
RUSHMORE PHOTO & GIFTS, INC.;
JRE, INC.; CAROL NIEMANN; PAUL
A. NIEMANN; BRIAN M. NIEMANN;
and WAL-MART STORES, INC.,
Defendants.
AND
RUSHMORE PHOTO & GIFTS, INC.;
JRE, INC.; CAROL NIEMANN; PAUL
A. NIEMANN; BRIAN M. NIEMANN,
Counterclaim-Plaintiffs,

VS.

STURGIS MOTORCYCLE RALLY,
INC.,

Counterclaim-Defendant.

CIV. 11-5052-JLV

SUPPLEMENTAL
INSTRUCTIONS

TO THE
JURY
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INSTRUCTION NO. 41 - EQUALLY IMPORTANT INSTRUCTIONS

Members of the jury, I will now take a few minutes to give you additional
instructions explaining the law which applies to this case. All instructions,
both those I gave you earlier and these instructions, are equally binding on you
and must be followed. You must consider my instructions as a whole and not

single out some instructions and ignore others.
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INSTRUCTION NO. 42 - MATTERS TO BE DISREGARDED

It is your duty as jurors to determine the facts, and you must do this
from the evidence produced here in open court. This consists of the testimony
of the witnesses and the exhibits which have been received. This evidence is
governed by various rules of law. Under these rules, it was my duty to rule on
the admissibility of the evidence from time to time. You must not concern
yourselves with the reasons for these rulings, and you must not consider any
exhibit which was not received in evidence or any testimony which I ordered
stricken. You must put such matters out of your mind. You must not consider
anything you may have heard or read about this case other than the evidence

produced here in open court.




ERSIR TR
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INSTRUCTION NO. 43 -
REMOVAL OF AFFIRMATIVE DEFENSE
Defendants’ affirmative defense of abandonment at Instruction No. 27 is
no longer a part of this case, so you will not consider that defense. Why that
affirmative defense is not part of the case cannot concern you.
You should decide the case solely on the evidence on the claims and

remaining affirmative defenses before you.
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INSTRUCTION NO. 44 -
CORPORATE OFFICER LIABILITY
If any individual defendant directed, controlled, ratified, participated in,
or was the moving force behind the wrongful conduct of a corporate defendant,
the individual defendant is liable for the conduct of the corporate defendant. It
is for you to determine whether any individual defendant controlled the acts of

any corporate defendant.
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INSTRUCTION NO. 45 -
AFFIRMATIVE DEFENSE - GENERIC NAME

This instruction replaces Instruction No. 24.

Defendants contend that SMRI’s marks “STURGIS,” “STURGIS BIKE
WEEK,” “STURGIS MOTORCYCLE RALLY,” and “STURGIS RALLY & RACES”
trademarks are “generic” and therefore invalid. To succeed on each of these
defenses, Defendants must prove by the greater convincing weight of the
evidence that SMRI’s “STURGIS,” “STURGIS BIKE WEEK,” “STURGIS
MOTORCYCLE RALLY,” and “STURGIS RALLY & RACES” trademarks are
“generic.”

A term is “generic” if its primary meaning to prospective purchasers is
the product category itself rather than a single source of that product. If the
consuming public would understand the term to name the product rather than
identify a single source of that product, the primary significance of the term is
generic and not entitled to protection as a trademark. The consuming public
consists of people who may buy or use, or consider buying of using, the
product or similar products.

A term that originally was a trademark may, over time, be adopted by the
public as the common name for the product and become “generic.” If a term
becomes “generic,” the owner of the trademark cannot exclude others from

using the word or term or recover damages for its use. Examples of terms that
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have lost trademark protection because they became “generic” include
“aspirin,” “thermos,” “escalator” and “cellophane.”

If any of the phrases “STURGIS,” “STURGIS BIKE WEEK,” “STURGIS
MOTORCYCLE RALLY,” and “STURGIS RALLY & RACES” were in common use
by the public prior to the time SMRI began to use the phrase or SMRI made a
conscious effort to receive the benefits of those phrases that were in common
use prior to SMRI’s adoption of the phrase as it relates to its goods or services,
SMRI cannot deprive others of the right to call a product or service by that
phrase no matter how much méney and effort SMRI used in promoting its
product or service and what success it has achieved in securing public
identification of that phrase.

If the Defendants prove by the greater convincing weight of the evidence
that SMRI’s “STURGIS,” “STURGIS BIKE WEEK,” “STURGIS MOTORCYCLE
RALLY,” and “STURGIS RALLY & RACES” trademarks are “generic,” you must
find against SMRI on its trademark infringement claims as to those marks. If
the Defendants do not prove by the greater convincing weight of the evidence
that “STURGIS,” “STURGIS BIKE WEEK,” “STURGIS MOTORCYCLE RALLY,”
and “STURGIS RALLY & RACES” trademarks are “generic,” this defense should

have no effect on your verdict.
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INSTRUCTION NO. 46 -
DECEPTIVE TRADE PRACTICES CLAIM DAMAGES
With respect to SMRI’s Deceptive Trade Practices Claim at Instruction
No. 31 you may only consider defendants’ conduct occurring on or after June
22, 2007, and, if appropriate, award damages for harm occurring to SMRI after

that date.
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INSTRUCTION NO. 47 - DUTY TO DELIBERATE

A verdict must represent the considered judgment of each juror. Your
verdict must be unanimous. It is your duty to consult with one another and to
deliberate with a view of reaching agreement if you can do so without violence
to your individual judgment. Of course, you must not surrender your honest
convictions as to the weight or effect of the evidence solely because of the
opinions of other jurors or for the mere purpose of returning a verdict. Each of
you must decide the case for yourself, but you should do so only after
consideration of the evidence with your fellow jurors.

In the course of your deliberations you should not hesitate to re-examine
your own views and change your opinion if you are convinced it is wrong. To
bring the jury to a unanimous result, you must examine the questions
submitted to you openly and frankly with proper regard for the opinions of
others and with a willingness to re-examine your own views.

Remember that you are not partisans. You are judges of the facts. Your
sole interest is to seek the truth from the evidence. You are the judges of the
credibility of the witnesses and the weight of the evidence. You may conduct
your deliberations as you choose. You may take all the time you feel is
necessary.

There is no reason to think that another trial would be tried in a better

way or that a more conscientious, impartial, or competent jury would be
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selected to hear it. Any future jury must be selected in the same manner and
from the same source as you. If you should fail to agree on a verdict, the case

is left open and must be resolved at some later time.

10




Case 5:11-cv-05052-JLV Document 252 Filed 10/29/15 Page 11 of 12 PagelD #: 6140

INSTRUCTION NO. 48 - DUTY DURING DELIBERATIONS

There are certain rules you must follow while conducting your
deliberations and returning your verdict:

First, when you go to the jury room, you must select one of your
members as the foreperson. He or she will preside over your discussions and
speak for you in court.

Second, if you need to communicate with me during your deliberations,
you may send a note to me through the court security officer, signed by one or
more jurors. After conferring with the lawyers, I will respond as soon as
possible, either in writing or orally in open court. Remember that you should
not tell anyone-including me-how your votes stand numerically.

Third, your verdict must be based solely on the evidence and on the law
in these instructions. The verdict must be unanimous. Nothing I said or did
was intended to suggest what your verdict should be-that is entirely for you to
decide.

The verdict form is simply the written notice of the decision you reach in
this case. You will take this form to the jury room. When you have
unanimously agreed on the verdict, the foreperson will fill in the form, sign and

date it and advise the court security officer that you have reached a verdict.

11
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You will then return to the courtroom where your verdict will be received

and announced.

Dated October 2‘2, 2015.

BY THE COURT:

YA

JE . VIKEN
CHIEF JUDGE

12
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